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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) ^ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CH Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 1115 



Application/Control Number: 1 0/089,394 Page 2 

Art Unit: 1633 

DETAILED ACTION 

This office action is in response to an amendment filed 8/23/05. Claims 1-3 have been 
cancelled. Claims 4, 5, 12, 25-28, 30 and 31 have been amended. Claims 19-23 have been 
withdrawn. Claims 4-18 and 24-3 1 are under examination in this application. 

Response to Amendment 

Any rejection of record in the previous action not addressed in this office action is 
withdrawn. There are new grounds of rejection herein that were not necessitated by applicants' 
amendment and therefore, this action is not final. 

Drawings 

Figures 6 and 7 are objected to under 37 CFR 1.83(a) because they fail to show any 
details as described in the specification. Specifically, both figures are graphs. However, the 
black bars are presented on a black background. Any structural detail that is essential for a 
proper understanding of the disclosed invention should be shown in the drawing. MPEP § 
608.02(d). A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings will not be 
held in abeyance. This is a new objection. 
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Claim Objections 

Claim 30 is objected to because of the following informalities: In claim 30, line 1, 
"recombinant rAAV" is redundant as rAAV is defined as "recombinant AAV" in the 
specification. Appropriate correction is required. This is a new objection. 

Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

Claims 24-29 and 31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. This is a new rejection. 

Claim 24 is vague and indefinite in that the metes and bounds of "(T)he vector according 
to claim 15" are unclear. While claim 24 is drawn to a vector, it depends from claim 15, which 
is drawn to a method that uses an adenoviral vector to produce rAAV. Therefore, it is unclear if 
claim 24 is actually intended on limiting the method by reciting that the vector provides helper 
functions as recited in the Markush group of adenoviral genes or if it is drawn to the vector. If 
applicants intend on reciting the vector, claim 24 does not further limit claim 15. 

Claims 25-29 are vague and indefinite in that the metes and bounds of "transcription of 
the AAV rep gene is promoted less than 50% (25%, 15%, 10%) of wildtype P5 promoter" are 
unclear. It is unclear if applicants are comparing the level of transcription of the rep gene that is 
promoted by the minimal promoter, minimal Drosophila heat shock protein or the minimal 
adenoviral Elb promoters to the amount of physical promoter in the cell or to the level of 



Application/Control Number: 1 0/089,394 Page 4 

Art Unit: 1633 

transcription that would be produced in the cell by the AAV p5 promoter if rep were under 
control of the AAV p5 promoter. 

Claim 3 1 is vague and indefinite in that the metes and bounds of "much" are unclear. 
The term "much" is a relative one not defined by the claim, no single set of conditions is 
recognized by the art as being "much lower" and because the specification does not provide a 
standard for ascertaining the requisite degree, the metes and bounds of this claim cannot be 
established 

Conclusion 

Claims 4- 1 8 are allowable. 

Claims 24-29 and 31 are rejected. Claim 30 is objected to. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maria B. Marvich, PhD whose telephone number is (571)-272- 
0774. The examiner can normally be reached on M-F (6:30-3:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Nguyen, PhD can be reached on (571)-272-073 1 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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